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^SHORTENED STATUTORY PERIOD FOR REPLY ,S SET TO EXPIRE J MONTH(S) FROM 

™^™?S^SX^™-«**'~'- "'"^ 

earned patent term adjustment. See 37 CFR 1.704(b). 

Status 



1)B 

2a)D 
3)D 



Responsive to communication(s) filed on 03 December 2001 _ . 
This action is FINAL. 2b)E This action is non-final. 

Since this application is in condition for ~ ««* ^T^Tl ^l™* ^ 
closed in accordance with the practice under Ex parte Quay/e, ivn u.u. , 



Disposition of Claims 

4) K1 Claim(s) 7-92 is/are pending in the application. 

4a) Of the^o"ve claim(s) 1 " — — " 32-90 is/are withdrawn from cons,derat,on. 

5) D Claim(s) is/are allowed. 

6>H r | limf 1 t f. ff " ? c ^ " " ™ ?7 ?fl 3 '*» and 92 is/are rejeCted " 

7) D Claim(s) is/are objected to. 

8) Q Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

1 0) D The drawing(s) filed on is/are: a) D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be he.d in abeyance. See 37 CFR 1 85(a). 

11) D The proposed drawing correction fi.ed on is: a)D approved b)D disapproved by the Exammer. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 1 1 9 and 1 20 

13) D Acknowledgment is made of a claim forforeign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a)DAII b)D Some*c)D None of: 

1 □ Certified copies of the priority documents have been received. 

2 □ Certified copies of the priority documents have been received in Application No. . 

3 D Copies of the certified copies of the priority ^ Nati ° na ' 81396 

application from the International Bureau (PCT Rule 17 2(a)) 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provis.ona, app-cation). 

a) □ The translation of the foreign language provisional -P^.E^J?^ 121 

15) D Acknowledgment is made of a claim for domestic pnonty under 35 U.S.C. §§ 120 and/or 121 . 

Attachment(s) ^ ^ Summary (p-po^ 3) Pap er No(s) 

5) □ Notice of Informal Patent Application (PTO-152) 

6) D Other: 



1 ) □ Notice of References Cited (PTO-892) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) B information Disclosure Statement(s) (PTO-1449) Paper No(s) U . 
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■4-vi fravprse of Group I and the 
Applicant's election with traverse or 

traversal is on the ground,*, that the groups are sufficiently 
f ew in number so that it is not unduly burdensome upon the 

persuasive because the search for the species represented by 
various groups is not co-extensive. 

• „ m ent is still deemed proper and is therefore made 

The requirement is sun 

FINAL . ^ n 

, c 6 9 15 17, 18, 24, 25, 27, 28, 31, 91 and 
Claims 1-3, 5, 6, 9, is, 

92 are reacted under 35 U.8.C. I 1", second paragraph, as be.ng 
indefinite for failing to particularly point out and distinctly 
claim the subject matter which applicants regard as the 

invention. t , 

The absolute number of diene units in applicants' m.trator 

13 am biguous since the instant claims recite that 0 is "one or 

mere diene hydrocarbons" and that N is between 0 and ! non- 

inclusively. This renders the claims ambiguous since any number 

o£ aiene units may be viewed as being acceptable depending on how 

many units of diene 0 embraces, For instance, it is not clear rf 

a „ initiator with 1, isoprene units is embraced by the instant 

claims in that such a species could be viewed as embracing 

applicants, structure when Q was 2 0 isoprene units and n was /a . 

Fur thermore the structure Z embraces units such as the unrt Q . 



un 
v 
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For instance it is not clear how a structure with two isoprene 
its should be viewed, i.e. such a structure could variously be 
iewed as having cne isoprene unit as part of Q and another one 

as part of Z. 

The following is a quotation of the appropriate paragraphs 
of 35 U.S.C. § 102 that form the basis for the rejections under 
this section made in this Office action: 

A person shall be entitled to a patent unless -- 
{b , the invention was patented or described in a Printed^ ^ 

^salf 1^™^? IZTlLnZ^eZ prior to the 
dStfof action for" patent in the United States. 

The following is a quotation of 35 U.S.C. § 103(a) which 
forms the basis for all obviousness rejections set forth in this 
Office action: 

< Si " S^hicfsaid l^^^ h . h 
XtentabiXty lL\° not be negatived by the manner rn wh.ch 

the invention was made. 

Claims 1-3, 5, 6, 9, 15, 17, 18, 24, 25, 27, 28, 31, 91 and 
92 are rejected under 35 U.S.C. § 102(b) as being anticipated by 
Engel et al . (USP 5,527,753), cited by applicants. 

Note the Abstract as well as column 4 lines 36-50 of Engel 
et al. who discloses that the amount of diene hydrocarbon in the 
initiator shown in the Abstract may be as little as "about" 1 
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mole per organolithium compound. Since the term "about" includes 
amounts slightly lower than 1, applicants' claims are anticipated 
by the reference. It is noted that the species disclosed by 
Engel is non-elected. However since this reference was 
available, it has been relied upon to accelerate prosecution. 

Claims 1-3, 5, 6, 9, 15, 17, 18, 24, 25, 27, 28, 31, 91 and 
92 are rejected under 35 U.S.C. 102(b) as anticipated by or, in 
the alternative, under 35 U.S.C. 103(a) as obvious over 
.Schwindeman et al . (USP 5,565,526), cited by applicants. 

Note Schwindeman' s Example 1 where applicants' elected 
species is disclosed in which applicants' group Q is equal to 4 
diene hydrocarbons i.e. 4 isoprenes and in which n equals 1/2. 
Alternatively the species of Example 1 can be viewed as being 
embraced by applicants' elected species when applicants' group C 
is equal to 1 1/2 isoprene units and 3 methylene units and in 
which applicants' group Q n is equal to half of an isoprene unit. 

As set out in the above rejection, applicants' claims are 
.ambiguous and perhaps applicants' claims do not embrace species 
containing 1 or greater isoprene units. However use of very 
slightly less than 1 isoprene unit in Schwindeman et al . would 
have been obvious to a practitioner having ordinary skill in the 
art at the time of the invention in that substantially the same 
results would be assumed upon varying the amount of isoprene very 
slightly and in the expectation of adequate results and further 
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of _ lsing . TT ^x:i - - - - - - - 

clalMl -3, ■ 102(b)as anticipated by or, in 

92 are rej ected under ^ _ 

the alternative, under 35 U.S.C. 

et al. (WO 97/05173) . ^ ^ q£ 

Letchford et al . disclose an initiator 

Letcnrox containing a 

a PP licants at the para g raph brl^ P a 9 es an, 
moiety „ R „ derived fro. a diene such a, isoprene 

hydrocarbons" as recited ^ 

patentee s. ana applicant*, elected species .ay be 

„ hen patentees , initiator contains . ***** ™ - ■ " 

Ucants' Q equals 10 isoprene units and applicants a, 
app Ucants , fce egual to 4 1/2 isoprene 

1/2. Alternatively applicants 
units and applicants ■ n equal to 1/2. 

Arg uably applicants do not intend t h at .ore than 

• t i. Present in their initiator, but in any case 
isoprene unit is present, 

cle arly disclose that n .ay be between 0 and 5 and 
patentees clearly disc Therefore choice 

therefore includes al! numbers between 0 and 1. Theref 

„ and l non-inclusively would have been 
of numbers between 0 and 1 non 
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obvious to a practitioner having ordinary sKill in the art at the 
tim e of the invention in the expectation of actuate results 
absent any showing of surprising or unexpected results. 

Th e Examiner believes that applicant schwinoe^an coauthored 
an article regarding ether functional!^ 1*1 llthi™ 
initiators in Journal Poly.. Prepr. 1,99 40 ») on pages 786-787 
thereof If this article is not pertinent to patentability, of 
cour3e it need not be sub.itted. If it is pertinent, applicants 
sh ould submit the article on an Information Disclosure Statement^ 
to y i„ q uiry concerning this _ication should be directed 
to Jeffrey Mullis at telephone nu m ber (703) 308-2820. 



j. Mullis :cdc 
March 21, 2002 



Jeffrey Mullis 
Primary Examiner 
Art Unit 1711 




